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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed with respect to the amended claims have been fully 
considered but they are not persuasive. 

The applicant argues "In the sections referred to by the Examiner, Schein is 
designed to work with a PCTV which is a 'television coupled to a computer system' (see 
paragraph 72). By contrast, the present invention as claimed in claim 1 is designed to 
work with a set-top box only and not a computer attached to the set top box." The 
system of Kitsukawa is a set-top box with no computer attached (as evidenced by 
Figure 2). Schein is relied upon for evidentiary that it is well known to display - 
advertising information regarding items independent to the displayed television program 
so that the user could be provided with a greater variety of advertisements and also 
advertisements based on other determinative factors. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-11 and 1-26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Kitsukawa et al. in further view of Shoff et al and Schein et al. 
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Regarding claim 1 , Kitsukawa shows a method of providing advertising to a 
subscriber through a set top communications box connected to a television (Col 2, Lines 
18-61; Fig 2, Item 39), the method comprising transmitting icons and associated 
advertising information to the set top communications box (Col 6, Lines 40-64), 
displaying an icon on the television program (Col 7, Lines 10-20; Col 8, Lines 18-36), 
detecting an input signal indicating the icon has been selected with the set top box (Col 
7, Lines 20-40), retrieving the advertising information associated with the icon, and 
displaying the advertising information on the screen (Col 7, Lines 20-40). Although 
Kitsukawa suggests that this system could be connected to a computer network (Col 4, 
Lines 55-67), the reference fails to specifically state that this is a global computer 
network and that icons and advertising information are stored on a server connected to 
the global computer network. Shoff shows a set top communications box connected to 
a global computer network. This global communications network stores advertising 
information and related information on a server (Page 2, Sections 0015, 0029; Page 3, 
Sections 0031, 0035; Page 4, Sections 0047-0048), It would have been obvious to one 
of ordinary skill in the art at the time the invention was made to modify the system of 
Kitsukawa with the ability to connect to a global computer network so that the system 
would have access to a wide variety of data that could be displayed on the user's 
screen. Both Kitsukawa and Shoff fail to specifically state that the icon and advertising 
information are independent of a television program being displayed. Schein shows that 
the icon and advertising information can be independent of a television program being 
displayed (Page 9 sections 0074-0075). Schein shows that a user can be displayed 
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advertising information for Budweiser merchandise while watching a sports event. The 
advertising is therefore unassociated with the program, which is a sporting program. It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to modify the system of Kitsukawa and Shoff with the ability to display advertising 
information regarding items independent to the displayed television program so that the 
user could be provided with a greater variety of advertisements and also advertisements 
based on other determinative factors. 

Regarding claim 2, Kitsukawa shows that the advertising information is displayed 
in a distinct frame in the screen (Col 7, Lines 20-40). 

Regarding claim 3, Kitsukawa shows superimposing an icon over a television 
program (Col 7, Lines 10-21; Col 8, Lines 15-50). 

Regarding claim 4, Kitsuka shows that if a user does not input a response to one 
icon, a second icon for another item is shown after a period of inactivity (Col 7, Lines 
40-60). 

Regarding Claim 5, Kitsukawa, Shoff, and Schein fail to specifically state the 
length of time that elapse between the display of a first icon and the display of a second 
icon. Official Notice is given that it is well known and expected in the art to use a variety 
of time lengths between displaying successive itmes. This allows enough time for the 
user to select the icon, but not too much time in the event the user is not interested in 
the current icon and is waiting for the next. Therefore, it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to modify the system 
of Kitsukawa, Shoff, and Schein with the 1 to 5 minute duration so that a user would be 
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provided with new icons in a timely manner in the event the user is not interested in the 
present icon. 

Regarding Claim 6, Kitsukawa shows transmitting advertising information to the 
memory of the set-top box for display on the user's screen and following detecting on of 
the icons has been selected, transmitting the advertising information to the set-top box 
(Col 6 Lines 6- 17 and 40-65; Col 7, Lines 10-52). 

Regarding Claim 7, Shoff shows a variety of display methods, including 
displaying advertising data in the main portion of the screen in place of television 
program data (Page 6, Sections 0068, 0069, 0076; Page 7, Sections 0077, 0078, Fig 
8c). 

Regarding Claim 8, Kitsukawa shows transmitting advertising information to the 
memory of the set-top box for display on the user's screen and following detecting one 
of the icons has been selected, transmitting the advertising information to the set-top 
box (coL 6 lines 6-17, 40-65, col. 7 lines 10-52). 

Regarding Claim 9, Kitsukawa shows that if a user does not input a response to 
one icon, a second icon for another item is shown after a period of inactivity (col. 7 lines 
40-60). 

Regarding Claim 10, Kitsukawa, Shoff and Schein fail to specifically state the 
length of time that elapse between the display of a first icon and the display of a second 
icon. Official Notice is given that it is well known and expected in the art to use a variety 
of time lengths between displaying successive items. This allows enough time for the 
user to select the icon, but not too much time in the event the user is not interested in 
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the current icon and is waiting for the next. Therefore, it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to modify the system 
of Kitsukawa, Shoff, and Schein with the 1 to 5 minute duration so that a user would be 
provided with new icons in a timely manner in the event the user is not interested in the 
present icon. 

Regarding Claim 1 1 , Kitsukawa shows superimposing an icon over a television 
program (Col 7, Lines 10-21; Col 8 Lines 15-50). 

Regarding claim 18, the recited limitations are met by that discussed above for 
claim 1 (Also, see Col 6, Lines 51-60; Col 7, Lines 10-20; Col 8, Lines 18-36; Col 7, 
Lines 20-40). Specifically, the claimed limitations of "downloading by a set-top box an 
advertising icon from an advertising server through the Internet" and "downloading by 
the set-top box an advertising information associated with the advertising icon from the 
advertising server through the Internet" are met by Figures 2 and 4. "The advertising 
information may be received simultaneously with the scenes in which the identified 
items corresponding to the advertising information appear, but the embodiment is not so 
limited. Furthermore, the advertising information may be received prior to receipt of the 
scenes or television programs in which the identified items corresponding to the 
advertising information appear, in which case the advertising information is stored along 
with timing data that links the advertising information to the corresponding scene or 
program" (Col 6, Lines 51-60). 

Regarding Claims 19-20, Kitsukawa shows the icon has an associated link 
pointing to the associated advertising information, the step of downloading by the set- 
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top box an advertising icon includes requesting a download of the associated 
advertising information from the advertising server using the associated link when the 
user has selected the displayed icon, the step of downloading by the set-top box an 
advertising icon includes: after the user selection is received, requesting a download of 
the associated advertising information from the advertising server; and receiving the 
requested advertising information by the set-top box (Col 8, Lines 49-57). 

Regarding claim 21, Kitsukawa shows displaying the advertising information 
includes displaying the television program being displayed on the television saeen in a 
first frame and displaying the advertising information in a second frame different from 
the first frame (Col 9, Lines 38-41; Figure 6). 

Regarding claim 22, Kitsuka shows that if a user does not input a response to 
one icon, a different icon for another item is shown after a period of inactivity (Col 7, 
Lines 40-60), 

Regarding claim 23, the recited limitations are met by that discussed above for 
claim 1 (Also, see Paragraphs 0052 and 066; Figure 5, Item 100 of Schein) 

Regarding claim 24, Kitsuka shows after the user selection is received from the 
input device, the processor requests a download of the associated advertising 
information from the advertising server and receives the requested advertising 
information for display on the television screen (Col 8, Lines 49-57). 

Regarding claim 25, Kitsuka shows the processor displays a different icon on the 
television screen when no user selection is received from the input device for a selected 
- period of time (Col 9, Lines 38-41, Figure 1 and 6). 
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Regarding claim 26, Kitsuka shows that if a user does not input a response to 
one icon, a different icon for another item is shown after a period of inactivity (Col 7, 
Lines 40-60). 


4. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Manning whose telephone number is 571-272- 
7352. The examiner can normally be reached on M-F: 9:00 - 5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John W. Miller can be reached on 571 -272-7353. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 


Conclusion 


JM 

October 15, 2002 
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